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DETAILED ACTION 

Notice to Applicant 

1 . This comnnunication is in response to the application filed on 06/05/01 . Clainis 1- 
32 are pending. 

Claim Rejections - 35 USC § 101 

2. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

3. Claims 1-32 are rejected under 35 U.S.C 101 because the claimed invention is 
directed to non-statutory subject matter. 

The basis of this rejection is set forth in a two-prong test of: 

(1) whether the invention is within the technological arts; and 

(2) whether the invention produces a useful, concrete, and tangible result. 

For a claimed invention to be statutory, the claimed invention must be within the 
technological arts. Mere ideas in the abstract (i.e., abstract idea, law of nature, natural 
phenomena) that do not apply, involve, use, or advance the technological arts fail to 
promote the "progress of science and the useful arts" (I.e., the physical sciences as 
opposed to social sciences, for example) and therefore are found to be non-statutory 
subject matter. For a process claim to pass muster, the recited process must somehow 
apply. Involve, use, or advance the technological arts. 

In the present case, claims 1-32 only recite an abstract idea. The recited steps of 
reporting a vehicle damage claim to an Insurance provider by a claimant does not apply, 
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involve, use, or advance the technological arts since all of the recited steps can be 
performed in the mind of the user or by use of a pencil and paper. These steps only 
constitute an idea of returning the repaired claimant vehicle to the claimant. 

Additionally, for a claimed invention to be statutory, the claimed invention must 
produce a useful, concrete, and tangible result. In the present case, the claimed 
invention produces returning the repaired claimant vehicle to the insurer facility (i.e., 
repeatable) used in returning the repaired claimant vehicle to the claimant (i.e., useful, 
and tangible). 

Although the recited process produces a useful, concrete, and tangible result, 
since the claimed invention, as a whole, is not within the technological arts as explained 
above, claims 1-32 are deemed to be directed to non-statutory subject matter. 

In order for a claim to be statutory, the claimed invention must produce a useful, 
concrete, and tangible result and having "a computer system" or "a computer-medium" 
tied with the body of the claim in performing the recited steps. 

As such, claims 1-32 do not recite any application or use of the technological 
arts, and thus equally rejected under 35 U.S.C.1 01 . 



Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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5. Claims 1-32 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Borghesi et a! (5,950,169) in view of (PR Newswire; New York; Mark 21 , 2001 ). 
(A) As per claim 1 , Borghesi discloses a method of processing vehicle damage 
claims, comprising the steps of: 

reporting a vehicle damage claim to an insurance provider by a claimant (See 
Borghesi, Col.1, lines 29-55); 

delivering a damaged claimant vehicle to an insurer facility operated by 
the insurance provider (See Borghesi, Col. 5, lines 26-50); 

preparing a repair estimate at the insurer facility by a representative of the 
insurance provider (See Borghesi, Col .7, lines 54-67); 

selecting a repair facility, with the repair facility selected by the insurance 
provider (See Borghesi, Col .9, lines 18-42); 

repairing the damaged claimant vehicle at the repair facility (See Borghesi, Col.4, 
lines 20-46). 

Borghesi does not explicitly disclose that the method having returning the 
repaired claimant vehicle to the insurer facility; and returning the repaired claimant 
vehicle to the claimant. 

However, these features are known in the art, as evidenced by PR Newswire. In 
particular, PR Newswire suggests returning the repaired claimant vehicle to the insurer 
facility; and returning the repaired claimant vehicle to the claimant (See PR Newswire, 
Page 2, Paragraphs 4-7). 
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It would have been obvious to one ordinary skill in the art at the tinne of the 
invention to have included the features of PR Newswire within the system of Borghesi 
with the motivation of providing a repair facility-locator service (See PR Newswire, Page 
1 , Paragraph 2). 

(B) As per claim 2, Borghesi discloses the method further comprising the step of 
verifying insurance coverage after the step of reporting the vehicle damage claim to the 
insurance provider by the claimant (See Borghesi, Col.9, lines 18-42). 

(C) As per claim 3, Borghesi discloses the method further comprising the step of 
scheduling with the claimant to deliver the damaged claimant vehicle to the insurer 
facility (See Borghesi, Col.9, lines 43-50). 

(D) As per claim 4, Borghesi discloses the method wherein if the damaged claimant 
vehicle is not driveable the method further comprising the step of towing the damaged 
claimant vehicle to the insurer facility (See Borghesi, Col. 17, lines 1-29). 

(E) As per claim 5, Borghesi discloses the method further comprising the step of the 
insurance provider providing a rental vehicle to the claimant at the insurer facility (See 
Borghesi, Col. 15, lines 64-67 to Col. 16, line 22). 



(F) As per claim 6, Borghesi discloses the method further comprising the step of the 
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insurance provider delivering a rental vehicle to the claimant and picking up the 
damaged vehicle at a location selected by the claimant (See Borghesi. Col.18, lines 7- 
40). 

(G) As per claim 7, Borghesi discloses the method wherein the step of preparing the 
repair estimate at the insurer facility by the representative of the insurance provider 
includes at least partial dismantling of the damaged claimant vehicle for accurately 
assessing vehicle damage (See Borghesi, Col.18, lines 1-31). 

(H) As per claim 8, Borghesi discloses the method wherein the repair facility 
selection step is based on one or more of repair facility capacity, experience, 
equipment, personnel, past performance, ability to begin repairs promptly, repair cycle 
time and scope of vehicle per repairs required (See Borghesi, Col.18, lines 7-40). 

(I) As per claim 9, Borghesi discloses the method further comprising the step of the 
representative of the insurance provider at the insurer facility settling on an agreed price 
of vehicle repair with the repair facility (See Borghesi, Col.18, lines 41-51). 

(J) As per claim 1 0, Borghesi discloses the method further comprising the step of the 
repair facility picking up the damaged claimant vehicle at the insurer facility, and 
returning the claimant vehicle to the insurer facility following completion of required 
repairs (See Borghesi, Col.18, lines 52-67 to Col. 19, line 34). 
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(K) As per claim 1 1 , BorghesI discloses the method further comprising the step of 
providing repair status updates to the claimant by the insurance provider (See Borghesi, 
Col. 9. lines 18-41). 

(L) As per claim 12, BorghesI discloses the method further comprising the step of the 
insurance provider inspecting and evaluating repair quality of the claimant vehicle at the 
insurer facility after the step of repairing the claimant vehicle at the repair facility (See 
Borghesi, Col. 18, lines 7-51). 

(M) As per claim 13, Borghesi discloses the method wherein the step of returning the 
repaired claimant vehicle to the claimant occurs at the insurer facility (See Borghesi, 
Col. 17, lines 35-67). 

(N) As per claim 14, Borghesi discloses the method wherein the claimant drops off 
the rental vehicle and picks up the repaired claimant vehicle at the insurer facility (See 
Borghesi, Col. 18, lines 33-51). 

(O) As per claim 15, Borghesi discloses a method of processing vehicle damage 
claims, comprising the steps of: 

reporting a vehicle damage claim to an insurance provider by a claimant (See 
Borghesi, Col.1, lines 29-55); 
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delivering a damaged claimant vehicle to an insurer facility operated by 
the Insurance provider (See Borghesi, Col.7, lines 54-67); 

preparing a repair estimate at the Insurer facility by a representative of the 
insurance provider (See Borghesi, Col.7, lines 54-67); 

soliciting repair bids from repair facilities (See Borghesi, Col. 18, lines 52-67 to 
Col. 19, line 34); 

selecting a repair facility, with the repair facility selected by the representative of 
the Insurance provider at the insurer facility (See Borghesi, Col.9, lines 18-42). 

repairing the damaged claimant vehicle at the repair facility (See Borghesi, 
Col.4, lines 20-46). 

Borghesi does not explicitly disclose that the method having returning the 
claimant vehicle to the Insurer facility; and returning the repaired claimant vehicle to the 
claimant. 

However, these features are known in the art, as evidenced by PR Newswire. In 
particular, PR Newswire suggests that the method having returning the claimant vehicle 
to the insurer facility; and returning the repaired claimant vehicle to the claimant (See 
PR Newswire, Page 2, Paragraphs 4-7). 

It would have been obvious to one ordinary skill in the art at the time of the 
invention to have included the features of PR Newswire within the system of Borghesi 
with the motivation of providing a repair facility-locator service (See PR Newswire, Page 
1 , Paragraph 2). 
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(P) As per claim 26, Borghesi discloses a method of processing vehicle damage 
claims, comprising the steps of: 

reporting a vehicle damage claim to an insurance provider by a claimant (See 
Borghesi, Col. 1, lines 29-55); 

delivering a damaged claimant vehicle to an insurer facility (See Borghesi, Col.5, 
lines 26-50); 

providing a rental vehicle to the claimant at the insurer facility (See Borghesi, 
Col.18, lines 32-51); 

preparing a repair estimate at the insurer facility by a representative of the 
insurance provider (See Borghesi, Col. 16, lines 42-67); 

electronically posting images of the damaged claimant vehicle and description of 
vehicle repairs required and soliciting repair bids from repair facilities where the posting 
is performed by the insurance provider (See Borghesi, Col.18, lines 52-67 to Col. 19, line 
39); 

selecting a repair facility, with the repair facility selected by the insurance 
provider (See Borghesi, Col.9, lines 18-42); 

repairing the damaged claimant vehicle at the repair facility (See Borghesi, Col.4, 
lines 20-46); 

evaluating repair quality of the claimant vehicle at the insurer facility (See 
Borghesi, Col. 10, lines 6-45). 
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Borghesi does not explicitly disclose that ttie method having returning the 
claimant vehicle to the insurer facility; and returning the repaired claimant vehicle to the 
clainrant at the insurer facility. 

However, these features are known in the art, as evidenced by PR Newswire. In 
particular, PR Newswire suggests that the method having returning the claimant vehicle 
to the insurer facility; and returning the repaired claimant vehicle to the claimant at the 
insurer facility (See PR Newswire, Page 2, Paragraphs 4-7). 

It would have been obvious to one ordinary skill in the art at the time of the 
invention to have included the features of PR Newswire within the system of Borghesi 
with the motivation of providing a repair facility-locator service (See PR Newswire, Page 
1 , Paragraph 2). 

(Q) As per claim 32, Borghesi discloses a method of processing vehicle damage 
claims, comprising the steps of: 

reporting a vehicle damage claim to a coordination entity by a customer (See 
Borghesi, Col. 12, lines 14-36); 

delivering a damaged customer vehicle to a coordination facility (See Borghesi, 
Col. 12, lines 14-36); 

providing a rental vehicle to the customer at the coordination facility (See 
Borghesi, Col. 18, lines 32-51); 

preparing a repair estimate at the coordination facility by the coordination entity 
(See Borghesi, Col. 16, lines 42-67); 
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selecting a repair facility, with the repair facility selected by the coordination entity 
(See Borghesi, Col.9, lines 18-42); 

repairing the damaged customer vehicle at the repair facility (See Borghesi, 
Col .4, lines 20-46); 

returning the damaged customer vehicle to the coordination facility (See 
Borghesi, Col.4, lines 20-46). 

Borghesi does not explicitly disclose that the method having returning the 
repaired customer vehicle to the customer at the coordination facility; and returning the 
rental vehicle by the customer at the coordination facility. 

However, these features are known in the art, as evidenced by PR Newswire. In 
particular, PR Newswire suggests that the method having returning the repaired 
customer vehicle to the customer at the coordination facility; and returning the rental 
vehicle by the customer at the coordination facility (See PR Newswire, Page 2, 
Paragraphs 4-7). 

It would have been obvious to one ordinary skill in the art at the time of the 
invention to have included the features of PR Newswire within the system of Borghesi 
with the motivation of providing a repair facility-locator service (See PR Newswire, Page 
1 , Paragraph 2). 

(R) Claims 16-25 and 27-31 recite the underlying process steps of the elements of 
claims 2-13, respectively. As the various elements of claims 2-13 and have been shown 
to be either disclosed by or obvious in view of the collective teachings of X and Y, it is 
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apparent that the method disclosed by the applied art performs the recited underlying 
functions. As such, the limitations recited in claims 16-25 and 27-31 are rejected for the 
same reasons given above for method claims 2-13, and incorporated herein. 

Conclusion 

6. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. The cited but not the applied art teaches auto repair estimate, 
text and graphic system (5,432,904) and e Autoclaims.com Introduces the Next 
Generation in Web-Ware' Auto Claims Applications (PR Newswire. New York: Jul 19, 
2000. pgl). 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Vanel Frenel whose telephone number is 571-272-6769. 
The examiner can normally be reached on 6:30am-5:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Joseph Thomas can be reached on 571-272-6776. The fax phone number 
for the organization where this application or proceeding is assigned Is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status Information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



August 30, 2005 




